
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



10/796,667 



03/08/2004 



Omolayo O. Famodu 



23906 7590 08/1272005 

E I DU PONT DE NEMOURS AND COMPANY 
LEGAL PATENT RECORDS CENTER 
BARLEY MILL PLAZA 25/1 128 
4417 LANCASTER PIKE 
WILMINGTON, DE 19805 



BB1191USCNT 



2588 



EXAMINER 



GEBREYESUS, KAGNEW H 
| ART UNIT ' ~" 



PAPER NUMBER 



1652 

DATE MAILED: 08/12/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/796,667 


Applicant(s) J 

0 

FAMODU ET AL 


P Yaminpr 

UACII | III ICI 

Kagnew H. Gebreyesus 


Art Unit 
1652 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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Disposition of Claims 

4) |3 Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 3 1-40 in part are drawn to an isolated polynucleotides encoding an amino 
acid sequence of a zea mays polypeptide (SEQ ID NO: 10), classified in class 
536, subclass 23.2. 

II. Claims 3 1-40 in part are drawn to an isolated polynucleotides encoding an amino 
acid sequence of a oryza sativa polypeptide (SEQ ID NO: 12), classified in 536, 
subclass 23.2. 

III. Claims 3 1-40 in part are drawn to an isolated polynucleotides encoding an amino 
acid sequence of a glycine max polypeptide (SEQ ID NO: 14), classified in 536, 
subclass 23.2. 

IV. Claims 41-43 in drawn to a method of producing a plant comprising transforming 
a plant cell with an isolated polynucleotides (SEQ ED NO: 9) encoding an amino 
acid sequence of a zea mays polypeptide, a plant and a seed transformed with said 
polynucleotide (SEQ ID NO: 9). 

V. Claims 41-43 in drawn to a method of producing a plant comprising transforming 
a plant cell with an isolated polynucleotides (SEQ ID NO: 1 1) encoding an amino 
acid sequence of an oryza sativa polypeptide, a plant and a seed transformed with 
said polynucleotide (SEQ ID NO: 1 1). 

VI. Claims 41-43 in drawn to a method of producing a plant comprising transforming 
a plant cell with an isolated polynucleotides (SEQ ID NO: 13) encoding an amino - 
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acid sequence of a glycine max polypeptide, a plant and a seed transformed with 
said polynucleotide (SEQ ID NO: 1 3). y 

1 . The inventions are distinct, each from the other because of the following reasons: 

Groups I-III drawn to polynucleotide encoding cysteinyl tRNA synthetases from various 
plants. Each Group is classified identically. However, these Groups are distinct, each from the 
other, by virtue of their distinct structures. Each SEQ ID NO has a different structure that is 
unrelated, except via the function of the enzyme they encode, to the others. No consensus 
sequence describing the Groups is disclosed or claimed. Moreover, these enzymes as encoded 
by the polynucleotides from different sources are only described in the instant specification using 
their structures; in other words, these is no description of cysteinyl tRNA synthetases from plants 
having particular characteristics in common, such as pi, catalytic activity values, etc. Thus, each 
of these enzymes and the polynucleotides encoding them, as defined by their structures, is 
patentably distinct from the others. Moreover, a search of any two of the Groups would be 
undue considering not only the entirely distinct structure search that would not overlap 
whatsoever, but also the entirely distinct textual search in the non-patent literature which search 
would include the enzyme name and/or activity and the source. Thus, Groups I-III are 
patentably distinct, each from the other. 

The inventions of Groups IV- VI are independent methods as they comprise different 
steps and/or utilize different products and/or yield different results . In addition the search and 
examination of each method in Groups IV- VI in one patent application would result in undue 
burden, since the searches for all the groups are not co-extensive, since the searches are in 
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different classifications, and involve different field of search. Each of the of the inventions 
requires a separate patent and non-patent literature search requiring a different text search for 
each group and thus co examination of the inventions in groups I-IX would be a serious burden 
on the examiner. 

1 . Inventions in Groups I-III are related to inventions in Groups IV- VI as product and 
process of use. The inventions can be shown to be distinct if either or both of the following can 
be shown: (1) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the DNA can be used as a 
hybridization probe. 

1 . Because these inventions are distinct for the reasons given above and the search required 
for each Group is not required for the other, restriction for examination purposes as indicated is 
proper. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

2. During a telephone conversation with attorney on July, 22, 2005 a provisional 

election was made with traverse to prosecute the invention of group I, claims 3 1-40. Affirmation 
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of this election must be made by applicant in replying to this Office action.. Claims 41-43 are 
withdrawn from further consideration by the examiner, 37 CFR 1. 142(b), as being drawn to a 
non-elected invention. 

Priority 

1 . The instant application is granted the benefit of priority for the U.S. non-Provisional 
Application No. 09/352,990 filed on July 14, 1999 now USPN 6,255,090. 

2. However, the instant application is not granted the benefit of priority for the U.S. 
Provisional Application No. 60/092,866 filed on July 15, 1998 because the instant application 
does not comply with the rules set out in 35 U.S.C. 3 1 19 (e): namely, because there are no 
common inventors between the instant application and the provisional application. 

Objections to the Abstract 

3. The abstract is objected to for not completely describing the disclosed subject matter. 
Amendment encompassing a brief description of the full scope of the subject matter is suggested. 

The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

1. Claim 38 is rejected under 35 U.S.C. § 112, first paragraph, written description, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
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application was filed, had possession of the claimed invention. Claim 38 is drawn to nucleic acid 
molecules comprising polynucleotides encoding fragments of SEQ ED NO: 10 in the absence of 
functional language. 

The Court of Appeals for the Federal Circuit has recently held that a "written 
description of an invention involving a chemical genus, like a description of a chemical species, 
'requires a precise definition, such as be structure, formula [or] chemical name,' of the claimed 
subject matter sufficient to distinguish it from other materials." University of California v. Eli 
Lilly and Co., 1997 U.S. App. LEXIS 18221, at *23, quoting Fiers v. Revel, 25 USPQ2d 1601, 
1606 (Fed. Cir. 1993) (bracketed material in original). To fully describe a genus of genetic 
material, which is a chemical compound, applicants must (1) fully describe at least one species 
of the claimed genus sufficient to represent said genus whereby a skilled artisan, in view of the 
prior art, could predict the structure of other species encompassed by the claimed genus and (2) 
identify the common characteristics of the claimed molecules, e.g., structure, physical and/or 
chemical characteristics, functional characteristics when coupled with a known or disclosed 
correlation between function and structure, or a combination of these. 

The instant specification discloses a polynucleotide encoding the cysteinyl tRNA 
synthetase of SEQ ID NO: 10 and sequences having at least 80% or more sequence identity to 
SEQ ID NO: 10 having cysteinyl tRNA synthetase activity. However, the genus of a 
polynucleotide sequence with only 30 nucleotides has been fully described by nieither a 
repesentative sequence or a functional limitations, (i.e., used as a probe or amplification primer). 
The genus of the instant claims also contains polynucleotides within the sequence fragment 
limitations, but having different function. For this reason applicants have not described the 
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subject matter in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim Rejections - 35 USC § 112 
3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 31-33, 37-40 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for an isolated cysteinyl tRNA synthetase gene comprising a 
nucleotide sequence encoding a polypeptide of SEQ ED NO: 10 does not reasonably provide 
enablement for any gene encoding a polypeptide having a homology of only 80-90% identity to 
the cysteinyl tRNA synthetase of SEQ ED NO: 10. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make the 
invention commensurate in scope with these claims. 

Claims 31-33, 37, 39 and 40 are so broad as to encompass any DNA encoding a 
polypeptide having 80-90% identity to the specific DNA of SEQ ID NO: 10. While claim 38 is 
so broad as to encompass this short stretch of sequence which would be found in a large number 
of unrelated sequences. The scope of the claims is not commensurate with the enablement 
provided by the disclosure with regard to the extremely large number of nucleic acid sequences 
broadly encompassed by the claims. Since the nucleic acid sequence of a gene encoding the 
corresponding protein determines its structural and functional properties, predictability of which 
changes can be tolerated in the nucleic acid sequence and obtain the desired activity of the 
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encoded protein requires a knowledge of and guidance with regard to which nucleotide(s) in the 
DNA sequence, if any, are tolerant of modification and which are conserved (i.e. expect edly 
intolerant to modification), and detailed knowledge of the ways in which the nucleic acid 
structure relates to the function of the encoded protein. However, in this case the disclosure is 
limited to the nucleotide and encoded amino acid sequence of SEQ ID NO: 10, 12 and 14. 

While recombinant and mutagenesis techniques are known, it is not routine in the art to 
screen for multiple substitutions or multiple modifications, as encompassed by the instant claims, 
and the positions within the DNA sequence where nucleic acid modifications can be made with a 
reasonable expectation of success in obtaining the desired activity/utility of the encoded 
protein(s) are limited in any gene and the result of such modifications is unpredictable. In 
addition, one skilled in the art would expect any tolerance to modification for a given protein 
encoded by any gene to diminish with each further and additional modification, e.g. multiple 
substitutions. 

The specification does not support the broad scope of the claims which encompass all 
modifications and fragments of a cysteinyl tRNA synthetase gene with 80-90% identity to the 
cysteinyl tRNA synthetase encoded by SEQ ID NOS: 9 or any polynucleotide comprising 30 
nucleotides of SEQ ID NO: 9 because the specification does not establish: (A) regions of the 
nucleic acid structure which may be modified without effecting activity of the encoded protein; 
(B) the general tolerance of cysteinyl tRNA synthetase to modification and extent of such 
tolerance; (C) a rational and predictable scheme for modifying any nucleotide residues in SEQ 
ID NO: 9 with an expectation of obtaining the desired biological function; and (D) the 
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specification provides insufficient guidance as to which of the essentially infinite possible 
choices is likely to be successful. 

Thus, applicants have not provided sufficient guidance to enable one of ordinary skill in 
the art to make and use the claimed invention in a manner reasonably correlated with the scope 
of the claims broadly including cysteinyl tRNA synthetase having a cysteinyl tRNA synthetase 
activity with an enormous number of nucleic acid modifications ( upto 20%) of the cysteinyl 
tRNA synthetase of SEQ ID NOS: 10. The scope of the claims must bear a reasonable 
correlation with the scope of enablement (In re Fisher . 166 USPQ 19 24 (CCPA 1970)). Without 
sufficient guidance, determination of a genes encoding a cysteinyl tRNA synthetase polypeptide 
having the desired biological characteristics (i. e. a cysteinyl tRNA synthetase activity) is 
unpredictable and the experimentation left to those skilled in the art is unnecessarily, and 
improperly, extensive and undue. See In re Wands 858 F.2d 73 1, 8 USPQ2nd 1400 (Fed. Cir, 
1988). 

Claim Rejections - 35 U.S. C §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claim 38 is rejected under 35 U.S.C. 102(e) as being anticipated by Lalgudi et al 
(USPAP US 2002/0013958). The instant claim is drawn to a polynucleotide containing at least 
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30 nucleotides of SEQ ID NO: 9. Lalgudi ei ai teach polynucleotide sequences from corn, one 
of which (SEQ ID NO: 1857) shows 100% sequence identity to a 249 base pair region spanning 
nucleotide 1631-1879 of SEQ ID NO: 9. The earliest document disclosure from this reference is 
disclosed in the priority document 60/085,331 filed on May 12, 1998. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kagnew H. Gebreyesus whose telephone number is 571-272- 
2937. The examiner can normally be reached on 8:30am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Achutamurthy ponnathapura can be reached on 571-272-0928. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Kagnew Gebreyesus PhD. 




Ser Ser Glu Leu Gly Ala Ser Pro Phe Lys Leu Ala Tyr Asn Tyr Gin 
20 25 " 30 

Pro Ala Tyr Leu Ala Gin Ser Leu Gin Ser Tyr Lys Gin Met Ser He 
35 40 • 45 

Cys Gly Gly Phe Gly Arg Val Phe Glu Ala Gly Pro Val Phe Arg Ser 
50 55 60 

Glu Lys Ser Asn Thr His Arg His Leu Cys Glu Phe He Gly Leu Asp 
- 65 ,70 75 * 80 

Ala Glu Met Glu He Lys Glu His Tyr Phe Glu Val Cys Asp He He 
85 90 95 

Asp Cys 



<210> 9 
<211> 2085 
<212> DNA 
<213> Zea mays 

<4 00> 9 

ggaaaccgtg tttcgacggg ccgcagtggg cagtggcttg gcccatcgaa cccacttgcc 60 

actcacttcc " acctgaactt tgccctgcct tctctcgacg actcccctgt ccccgccgcc 120 

gccgccgccg caaatcccct tccgcgtctg tctggcctct ggggcttcta ggttagcgcg 180 

tgcgaccacc atggccgagg aggtccaggc tccactttcc gccaccatgg cgaaggaggc 240 

ccagtcgccg ccgtccgcaa ccatagcgga ggcgacggcg ccgccgcagc tcttattatt 300 

taactccttt acgaagaggg aggagccatt ccagccccgg gtagagggga aggtagggat 360 

gtacgtctgt ggcgtcactc cctacgactt tagccacatc ggccacgcgc gtgcctacgt 420 

cgccttcgac gtcctctaca ggtaccttaa attcttgggg tatgaagttg aatatgtccg 480 

taatttcacg gatattgatg acaagattat taagcgtgcc aatgaacgcg gtgaaacagt 540 

aacaagcttg agtagccagt ttatcaatga atttcttctt gacatgactg agctccagtg 600 

cttgcctcct acctgcgagc cacgggtaac agaacacatt gagcatatta taaagttgat 660 

aacacagata atggagaatg gcaaagccta tgctattgaa ggagatgttt acttttcagt .720 

tgaaagtttt cctgaatatc tcagtttatc tggaagaaaa tttgatcaaa atcaggcagg 780 

tgcacgggtt gcttttgata caagaaagcg taatcctgca gacttcgcac tctggaaagc 840 

tgcaaaggag ggtgaacctt tttgggatag cccttggggc cgtggaagac caggttggca 900 

tattgaatgc agcgcaatga gtgctcacta tttaggacat gtattcgata ttcatggtgg 960 

ggggaaagat ttgatttttc ctcatcatga gaatgagctt gcacaaagcc gcgcagctta. 1020 

tcctgatagc gaggtcaaat gctggatgca caatggcttt gttaacaagg atgataaaaa 1080 

aatggcaaaa tcagataata actttttcac gattagagat atcattgctc tttaccatcc 1140 

aatggcttta agatttttct tgatgcgcac acattataga tcagatgtta accattctga 1200 

tcaagcgctt gagattgcat ctgatcgtgt ctactacatt tatcagactc tatatgactg 1260 

tgaggaagtg ttagctacat atcgtgaaga gggtacctct ctcccagtgc cgtctgagga 1320 

gcaaaatctg attggtaagc acc.attcaga attcttgaaa catatgtcga atgatcttaa 1380 

aaccacagat gttctggacc gttgcttcat ggagctgctg aaggccataa acagcagtct 1440 

gaatgatttg aagaaactgc agcaaaaaat agaacagcaa aagaagaaac agcaacagca 1500 

gaagaagcag caacagcaga agcagcagca acagaagcaa cagcaattgc aaaaacagcc 1560 

agaagattat attcaagctc tgattgcact ggaaacagaa cttaaaaaca aattgtctat 1620 

acttggtctg^atgccatctt catctttggc agaggtactg aagcaattga aggacaaatc 1680 

attaaagcga gcagggctga ctgaagaaca attgcaagag cagattgagc agagaaatgt 174 0 

cgcaaggaag aataagcagt ttgagatatc tgatggaatc aggaaaaacc ttgctaccaa 1800 

aggcatcgcc ctgatggacg aaccttctgg tacagtatgg agaccatgcg aaccagagcg 1860 

gtctgaagag tcatgattajg ctcactgact caacaagtga tggcggtgta aaatgagatt 1920 

tttgcctgag ggcagttatc gcattttgaa" gactaacaaa aatcgccatc tctggatgtg 1980 

gtattctaca gggtaggggt tccaggttga ctcaccagtt aaaacatgca tttctggttg 204 0 

tataacaagc aatgaacccc atatatatac ttgacagttg actcc 2085 
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